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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

1. In view of the Appeal Brief filed on 12/8/2003, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 
1 .132) or other evidence are permitted. See 37 CFR 1 .193(b)(2). 

2. The text of those sections of Title 35. U.S. Code not included in this action can 
be found in a prior Office action. 

3. Rejections not maintained are withdrawn. In particular, upon reconsideration, the 
Examiner now substantially agrees with Applicants' argument that Kinzer lacks an 
express teaching of "an epoxy component AND an amine component as part of the 
crosslinked epoxy resin" in Kinzer's photopolvmerizable epoxv composition (Appeal 
Brief, page 4), Applicants' arguments are moot in view of the following rejection over the 
previously applied Kinzer reference. Additionally, there are issues under 35 U.S.C. 112, 
second paragraph, as follows. 



Application/Control Number: 09/736,548 
Art Unit: 1771 



Page 3 



Claim Rejections - 35 USC §112 

4. Claims 1,4-11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, the structural relation between the coating of the epoxy resin and the 
self-adhesive composition is vague and indefinite. For the purpose of this Office action, 
it is presumed that the epoxy coating layer and the adhesive layer are on the opposite 
side of the polyester film, so as to be consistent with the disclosed Examples and also 
claim 10 of the instant invention. Amendment to clarify the structure is requested. 

In claim 1, line 1, the Examiner suggests to rewrite "a self-adhesive composition" 
as ~a layer of self-adhesive--, as the term "composition" appears to be unnecessary 
and redundant, and also to clarify the structural relation of the claimed element. 

In claim 5, line 1 , the phrase "the reverse of 'is vague and indefinite, because it is 
unclear as to the structural relations among the layers. The Examiner suggests to 
rewrite it as -the outer surface of--. 

In claim 6, lines 1-2, the Examiner suggests to rewrite the phrase "has the 
following makeup" as -comprising--. 

In addition, please correct any other informalities which may have been 
overlooked. 
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5. Claims 1 , 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kinzer et al. (5667893) In view of Kolb (US 3391 053). 

Kinzer's Invention relates to a flexible electrical insulating adhesive tape (Abstract 
and column 2, line 52). Kinzer teaches that the use of epoxv resins In tape backings is 
known in the art (column 1 , lines 40-41 ). Kinzer also teaches that the epoxy monomers 
of prior art backing must be processed by adding a curing agent (column 2, lines 9-13), 
and polvfu notional amines are known thermal curing agents for epoxy resins (column 1 , 
lines 23-25). 

For claims 1 and 4, Kinzer lacks teachings of the specific structures of epoxy 
resins and amine curing agents, and the polyester film substrate for forming the prior art 
electrical insulating tape backings. However, it is noted that Kolb's invention is directed 
to a flexible epoxy coated laminate as an insulating tape (column 1 , lines22-26 and Fig. 
1 ). Kolb also teaches that epoxy resins of sufficient flexibility for forming insulating 
tapes is well known in the art . The epoxy resin employed does not have to be 
inherently flexible. Modifiers (i.e., plasticizers) can be added to non-flexible epoxy 
resins to render them sufficiently flexible (column 2, lines 65-70). Flexible curing agents 
include the polyamides and amines (column 3, lines 1-2). In Example I, Kolb shows a 
coating of a mixture of an epoxv based on bisphenol A and a curing agent based on 
diethvlene amine , and the coating is thermally cured at 200''C (column 3, lines 50-68). 
As to the suitable tape substrate and adhesives, in one embodiment, Kinzer expressly 
teaches an electrical adhesive tape which comprises a fully cured epoxy composition on 
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a polyester substrate and an adhesive (column 2, lines 32-58; Example 1), and useful 
adhesives include, but are not limited to, rubber resin adhesives, synthetic block 
copolymers such as styrene-butadiene-styrene, polybutadiene, polyisoprene, styrene- 
isoprene copolymers, acrylate adhesives, etc. (column 6, lines 52-65), which clearly 
encompass self-adhesives. As such, it would have been obvious to one of ordinary skill 
in the art to form the prior art tape backings by the teachings of Kinzer and Kolb, i.e., 
combining Kinzer's polyester film substrate and adhesives with Kolb's thermally cured 
epoxy/amine materials and modifiers, motivated by the desire to obtain a flexible 
electrical adhesive tape. 

Regarding the product-by-process recitation in claim 1, lines 3-4, "prepared by ... 
solvent-free epoxy resins", the Examiner notes that the method limitations have not 
been shown on the record to produce a patentably distinct article, as such the formed 
articles are rendered prima facie obvious. See MPEP § 21 13. 

For claim 5, Kinzer lacks an express teaching of a release coating on the outer 
surface of the epoxy coating. However, it is conventional that a release coating is 
applied on the outer surface of a tape backing, as evidenced by Caimi et al. (US 
3933702) which teaches that in the case of a pressure sensitive tapes, a release 
coating is applied to the side opposite that to which the adhesive layer is fixed is known 
art (column 1, lines 16-21), motivated by the desire to provide required releasing 
property between adhesive tapes, such as unwinding a roll of adhesive tape for use. 
6. Claims 6, 7 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kinzer et al. (5667893) in view of Wiest et al. (US 4322516). 
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The teachings of Kinzer are again relied upon as set forth above. 

For claims 6, 7 and 1 1 , Kinzer lacks teachings of the specific adhesive 
compositions and the thickness of the adhesive layer. However, it is noted that Wiest's 
patent is directed to an acrylic copolymer for use as a pressure-sensitive adhesive 
(Abstract), and the scope of Wiest's monomer ratios in the adhesive compositions 
(column 1 , lines 35-65) clearly reads on the adhesive compositions of the instantly 
claimed invention. Further, Wiest also shows in Example 1 that the thickness of an 
adhesive coating is 25 \x. As such, in the absence of unexpected results, it would have 
been obvious to one of ordinary skill in the art to modify Kinzer's epoxy coated polyester 
tape backing with a suitable amount (or thickness) of Wiest's adhesive, motivated by the 
desire to obtain a pressure sensitive adhesive tape with improved electrical properties 
and adequate amount of adhesiveness. It should be noted that the selection of a known 
material based on its suitability for its intended use supported a prima facie obviousness 
determination. See MPEP § 2144.07. 

7. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kneisel 
(US 5741383). 

Kneisel's invention is directed to a process for bonding a vehicle window 
(Abstract). Kneisel teaches that it is known art to bond vehicle windo ws bv first masking 
the flange before the vehicle is painted bv the application of a solid pre ssure sensitive 
adhesive tape (column 1 , lines 40-43). Regarding the recitation of "tape of claim 1" at 
line 1 of claim 8, the Examiner notes that it has been held that to be entitled to weight in 
method claims, the recited structure limitations therein must affect the method in a 



Application/Control Number: 09/736.548 Page 7 

Art Unit: 1771 

manipulative sense, and not to amount to the mere claiming of a use of a particular 
structure. Ex parte Pfeiffer, 1 962 CD. 408 (1 961 ). 

8. Claims 9 and 1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Kinzer et al. (5667893). 

For process claim 9, a fully cured (or crosslinked) epoxy inherently lacks flow 
property, and Kinzer expressly teaches that the epoxy monomers of prior art tape 
backing must be processed by adding a curing agent to develop any shelf stability 
(column ,2, lines 9-13). In the absence of evidence to the contrary, it is believed that 
applying a mixture of starting components of the epoxy resin during their chemical 
reaction phase (i.e., not fully crosslinked) onto the polyester film substrate is either 
inherently disclosed, or an obvious nominal coating step to one of ordinary skill in the art 
of epoxy coating. 

For process claim 10, it Is the Examiner's position that, in the absence of 
unexpected results, applying the crosslinked epoxy resin to the substrate after the 
adhesive coating is an obvious fabrication variation. Further, the Examiner notes that 
Applicants must show that the recited structure limitations of claim 1 affect the method 
step in a manipulative sense. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S Chang whose telephone number is 571-272- 
1474. The examiner can normally be reached on 8:30 - 5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H Morris can be reached on 571-272-1478. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Victor S Chang 
Examiner 
Art Unit 1771 
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